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DETAILED ACTION 

1 . In response to the amendment filed on 1 0/8/2009, claims 1 , 3-7, 11-13,1 6-1 9 
and 32-34 are pending, and claims 2, 8-10, 14-15, 20-31 are canceled. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 18 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 18 recites the limitation "the first ablation electrode and 
the second ablation electrode". There is insufficient antecedent basis for this limitation 
in the claim. The claim should be amended to -the first ablation electrode portion and 
the second ablation electrode portion--. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 



4. Claims 1, 4, 6-7 and 33 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Goldhaber (U.S. Patent No. 5,234,429). 
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As to claim 1, Goldhaber discloses a catheter comprising a longitudinal catheter 
shaft (as labeled in Figs 2 & 3 below) for positioning an ablation electrode 14 within a 
patient's body (col. 1, lines 14-19). The ablation electrode is disposed on the shaft and 
has an outer ablating surface 16 (see Fig. 2 below). The electrode is convertible from a 
first configuration in which the electrode outer ablating surface 16 has a first axial size 
and a first radial size to a second configuration in which the electrode outer ablating 
surface 16 has a second axial size and maintains the first radial size (compare Figs. 1 & 
2, col. 2, lines 46-53). The ablation electrode comprises a first electrode portion and a 
second electrode portion (as labeled below), the second portion having a length and 
being moveable in the axial direction of the catheter (Figs. 1 & 2, col. 3, lines 32-37), 
wherein in the first configuration more of the second electrode portion length is 
contained within the first electrode portion than in the second configuration as inferred 
from Figs 1 & 2. 

Note that the limitations of claim 1 do not preclude the possibility of an insulation 
layer over the electrode as seen in Fig. 3. The claim does not specify that the entire 
ablation electrode has an ablating surface. The claim is interpreted broadly such that 
the ablation electrode may have a portion that has an ablating surface. 
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^ ^ter ablating surface 




As to claim 4, Goldhaber teaches the ablation electrode comprises a third 
electrode portion that is at least partially contained within the second electrode portion 
in the first configuration (see Fig. 3 above). 

As to claim 6, Goldhaber teaches that the ablation electrode is a ring electrode 
since the electrode has a ring shape as shown in Figs. 1 & 2. 

As to claim 7, Goldhaber teaches that the first electrode portion and the second 
electrode portion are cylindrical since they are tubular (Figs. 2 & 3, col. 3, lines 9-12). 
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As to claim 33, Goldhaber teaches the first electrode portion is in electrical contact 
with an electrical lead 24, and the second electrode portion is in electrical contact with 
the same electrical lead (Fig. 3, col. 3, lines 15-18). 

5. Claims 11 and 34 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Silvestrini (WO 95/20360). 

As to claim 11, Silvestrini teaches a catheter with a longitudinal catheter shaft 5 
(Fig. 3) for positioning an ablation electrode within a patient's body (pg. 1 , H 1 ). 
Silvestrini teaches an ablation electrode 2 (that inherently has a length) is disposed on 
the shaft 5, and the electrode 2 has a continuous outer ablating surface area with an 
outer ablating surface area length since the electrode's surface area is connected to an 
RF generator (see Fig. 3, pg. 8, H 2). The outer ablating surface area length and 
ablation electrode length (which are identical) are adjustable since in one embodiment 
an insulating sheath slides relative to the electrode and adjustably exposes a portion of 
the electrode (page 3, line 33 - page 4 line 2) and in another embodiment the electrode 
portions are telescopically slidable relative to one another (pg. 8, H 3), thus exposing or 
hiding surface area of the ablation electrode. Silvestrini teaches the electrode is 
substantially comprised of metal since it is fabricated from conventional metallic 
electrode material (pg. 3, H 3). 

As to claim 34, Silvestrini teaches in Fig. 3 a catheter comprising: a longitudinal 
catheter shaft 5 for positioning an ablation electrode within a patient's body; and an 
electrically conductive element 2 disposed on the shaft and connectable to an energy 
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supply, an exposed portion of the electrically conductive element being usable as an 
ablation electrode, wherein the exposed portion of the electrically conductive element is 
convertible from a first configuration, in which the electrically conductive element has a 
first axial length and a first radial size along a first axial section of the shaft, to a second 
configuration in which the exposed portion of the electrically conductive element has a 
second, longer axial length and maintains the first radial size along the first axial section 
of the shaft since in one embodiment an insulating sheath slides relative to the 
electrode and adjustably exposes a portion of the electrode (page 3, line 33 - page 4 
line 2). In another embodiment, the electrode slides relative to another electrode (pg. 8, 
113). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldhaber (USPN 5,234,429), as applied to claim 1 above, in view of Silvestrini (WO 
95/20360). 

As to claim 3, it is possible that the device of Goldhaber is capable of having the first 
configuration wherein the second electrode portion length is fully contained within the 
second electrode portion in the first configuration since the electrode portions are 
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retractable (Figs. 1 & 2, col. 3, lines 32-37). Furthermore, one of ordinary skill in the art 
would appreciate such a feature as demonstrated by Silvestrini who teaches a similar 
device by comparing Figs. 1 and 2. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to implement the device of Goldhaber 
such that in the first configuration, the second electrode portion length is fully contained 
within the second electrode portion in the first configuration, since Silvestrini teaches 
this feature (Figs. 1 & 2) and in order to minimize the total length of the device for 
certain procedures. 

As to claim 5, Goldhaber does not expressly teach a pull wire is connected to 
the second electrode portion. However, one of ordinary skill in the art would appreciate 
the alternative method of retracting such devices by implementing a pull wire to control 
the device, as demonstrated by Silvestrini. Silvestrini teaches a wire that is connected to 
a second electrode portion (pg. 7, ^ 2) and is capable of being pulled or pulling the 
second electrode portion since it steers the second electrode portion. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
implement a pull wire connected to the second electrode portion of Goldhaber since one 
of ordinary skill in the art would appreciate the alternative method of controlling the 
device, as demonstrated by Silvestrini (pg. 7, If 2), and in order to control retraction of 
the device of Goldhaber. 
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8. Claims 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Silvestrini (WO 95/20360), as applied to claim 1 1 above, in view of Eggers (U.S. Patent 
5,810,764). 

As to claim 12, Silvestrini does not expressly teach that the electrode is 
substantially comprised of at least one of platinum, silver, gold, chromium, aluminum 
and tungsten. However, Eggers teaches that electrodes for ablation comprise 
electrically conducting materials such as alloys containing one or more of platinum, 
chromium, aluminum or tungsten (col. 22, lines 49-53). It would have been obvious to 
one of ordinary skill in the art at the time of the invention to implement the electrode of 
Silvestrini such that it substantially comprised of at least one of platinum, silver, gold, 
chromium, aluminum or tungsten since suitable metallic materials for an ablation 
electrode is recognized in the art, as exemplified by the teachings of Eggers (col. 22, 
lines 49-53). 

As to claim 13, Silvestrini does not expressly teach that the electrode is 
substantially comprised of a combination of at least two of: platinum; silver; gold; 
chromium; aluminum and tungsten. However, Eggers teaches that electrodes for 
ablation comprise electrically conducting materials such as alloys containing one or 
more of platinum, chromium, aluminum or tungsten (col. 22, lines 49-53). It would have 
been obvious to one of ordinary skill in the art at the time of the invention to implement 
the electrode of Silvestrini such that it substantially comprised of a combination of at 
least two of platinum, silver, gold, chromium, aluminum or tungsten since suitable 
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metallic combinations for an ablation electrode is recognized in the art, as exemplified 
by the teachings of Eggers (col. 22, lines 49-53). 

9. Claims 16-18 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Goldhaber (USPN 5,234,429), In view of Turkel (USPN 5,354,296). 

As to claim 16, Goldhaber teaches an ablation electrode 14 for ablating tissue (col. 
1, lines 14-19) comprising a first ablation electrode portion configured for mounting on a 
catheter shaft (see Fig. 2 below). The first electrode portion Is called a first ablation 
electrode portion since It is electrically connected to the ablating operative tip 16. The 
first ablation electrode portion has an outer surface configured to emit electrical energy 
since it is electrically connected to the supply line carrying the appropriate waveform 
(col. 3, lines 19-23). A second ablation electrode portion Is configured for mounting on 
the Inner surface of the catheter shaft In an Indirect manner as seen In Fig. 1 and has a 
surface configured to emit electrical energy since it is electrically connected to the 
supply line carrying the appropriate waveform (col. 3, lines 19-23). The second ablation 
electrode portion Is moveable from a first position substantially inside the first ablation 
electrode portion to a second position substantially outside the first ablation electrode 
portion as shown in Figs 1 & 2 (col. 3, lines 32-37). Goldhaber discloses the first and 
second ablation electrode portions do not have outer ablating surfaces since they are 
covered with Insulation (see Fig. 3). However, one of ordinary skill in the art would 
appreciate modifying the device of Goldhaber such that the Insulation is removed to 
expose the ablating surfaces of the electrode portions. Such a configuration is seen in 
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the telescoping ablation device of Turkel in Figs. 3a-b. The electrode 304 of Turkel 
comprises multiple electrode portions with outer ablating surfaces in a telescoping 
manner. Thus, it would have been obvious to one of ordinary skill in the art at the time 
of the invention to implement the first and second ablation electrode portions of 
Goldhaber with outer ablating surfaces since Turkel teaches a similar configuration of 
electrodes (Figs 3a-b, col. 4, lines 15-24) and in order to further vary the morphology 
and surface area of the electrode (col. 2, lines 34-51 ). . 




pmim 

As to claim 17, Goldhaber teaches the ablation electrode has a third ablation 
electrode portion 16 (see Fig. 2 above) configured for mounting on the inner surface of 
the catheter shaft in an indirect manner (see Fig. 1), the third ablation electrode portion 
having an outer ablating surface (col. 3, lines 19-23). The third ablation electrode 
portion Is moveable from a first position substantially inside the second ablation 
electrode portion to a second position substantially outside the second ablation 
electrode portion as shown in Figs 1 & 2 (col. 3, lines 32-37). 

As to claim 18, Goldhaber teaches a longitudinal catheter shaft as explained in 
regards to claim 16 above. The device, including the longitudinal catheter shaft, is for 
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positioning an ablation electrode within a patient's body (col. 3, lines 32-41). The first 
ablation electrode and the second ablation electrode are directly and indirectly, 
respectively, mounted on the inner surface of the catheter shaft as seen in Fig. 1 . 

As to claim 32, Goldahber teaches the first ablation electrode portion and the 
second ablation electrode portion are electrically connected (Fig. 3, col. 3, lines 15-18). 

10. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Goldhaber (USPN 5,234,429), in view of Turkel (USPN 5,354,296), as applied to claim 
18 above, in view of Silvestrini (WO 95/20360). 

As to claim 19, Goldhaber as modified by Turkel does not expressly teach a pull wire 
configured to move the second electrode portion. However, Silvestrini teaches a wire 
configured to move a second electrode portion (pg. 7, H 2) of a telescoping electrode 
device that is capable of being pulled or pulling the second electrode portion since it 
steers the second electrode portion. It would have been obvious to one of ordinary skill 
in the art at the time of the invention to implement a pull wire to move the second 
electrode portion of Goldhaber since Silvestrini teaches this feature (pg. 7, 1| 2) and in 
order to implement an alternative and simpler method of actuating the movement of the 
electrode portions. 

Response to Arguments 

Applicant's arguments with respect to all pending claims have been considered 
but are moot in view of the new ground(s) of rejection. 
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Conclusion 

Applicant's amendment necessitated tine new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BENJAMIN LEE whose telephone number is (571 )270- 
1407. The examiner can normally be reached on 9:00-5:30 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571)-272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



IB. U 11/19/2009 
Examiner, Art Unit 3739 



/Linda C Dvorak/ 

Supervisory Patent Examiner, Art 

Unit 3739 



